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Limiting the scope of a claim by using 

a "disclaimer" to exclude a technical 

feature not disclosed in the application 

as filed may be allowable under Art. 

123(2) in the following cases (see G 1/03 

and G 1/16 and F‑IV, 4.20): 

(i) restoring novelty over a 

disclosure under Art. 54(3); 

(ii) restoring novelty over an

accidental anticipation under Art. 

54(2)... 

(iii) removing subject‑matter 

which, under Art. 52 to Art. 57, is 

excluded from patentability for 

non‑technical reasons. 

...An undisclosed disclaimer is, in 

particular, not allowable if: 

(i) it is made in order to exclude

non‑working embodiments or 

remedy insufficient disclosure; 

(ii) it makes a technical 

contribution. 

(iii) the limitation is relevant for

assessing inventive step; 

(iv) the disclaimer, which would

otherwise be allowable on the basis 

of a conflicting application alone 

(Art. 54(3)), renders the invention 

novel or inventive over a separate 

prior art document under Art. 54(2), 

which is a not accidental 

anticipation of the claimed 

invention; 

(v) the disclaimer based on a

conflicting application also serves 

another purpose, e.g. it removes a 

deficiency under Art. 83...  
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